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DETAILED ACTION 

1 . This Office Action follows a response filed on June 4, 2008. Claim 3 has been 
amended; no claims have been cancelled or added. 

2. Applicant's arguments with respect to claims'! -6, 8 and 9 have been considered 
Applicant's arguments, see remarks, filed on June 4, 2008, with respect to the 
rejection(s) of claim(s) 1-6, 8 and 9 under 35 U.S.C. §1 02(b) as anticipated by or, in the 
alternative, under 35 U.S.C. §1 03(a) as obvious over Meyer et al. (U. S. Patent 
5,854,346) and the rejection of claim 3 under 35 U.S.C. §112, 2 nd paragraph have been 
fully considered and are persuasive. Therefore, the final rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
Nakado (JP 2001-098145), Saito (JP 62-187756) and Deyrup et al. (U. S. Patent 
4,912,167). 

3. This is the second non-final rejection. 

4. Claims 1-6, 8 and 9 are active. 



Claim Rejections - 35 USC § 103 

5. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 

6. Claims 1-6, 8 and 9 are rejected under 35 U.S.C. §1 03(a) as being unpatentable 
as obvious over Nakado (JP 2001-098145) in view Meyer (U. S. Patent 5,854,346). 

With regard to the limitations of claims 1-3, 6 and 9, Nakado discloses a 
thermoplastic polyester resin composition, which is obtained by compounding 100 pts. 
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wt. of thermoplastic polyester resin (A) with 0.1-10 pts. wt. of a carboxylic acid reactive 
group-containing polymer (B-1) and /or a compound (B-2) containing plural oxazoline 
groups in the molecule and 0.01-5 pts. wt. of carboxylic acid anhydride (abstract). 

Nakado discloses that when a polymer (B-1) has an epoxy group, it can be 
obtained from glycidyl methacrylate or metaglycidyl acrylate and copolymerizable 
monomer, such as methyl (meth) acrylate, butyl (meth) acrylate, 2-ethylhexyl 
(meth)acrylate, etc. The number average molecular weight of the polymer (B-1 ) has the 
desirable range of 1 ,000-20,000, which is within the claimed range (pages 3-4, [0018]- 
[0020]). The polymer (B-1 ) corresponds to the claimed viscosity modifier. 

Nakado discloses that the polyester comprises acid components, such as 
dicarboxylic acid, terephthalic acid, cyclohexane dicarboxylic acid, etc., and glycol 
components, such as ethylene glycol, trimethylene glycol, etc. (page 2, [001 1]). 

Nakado discloses that polyethylene terephthalate and polybutylene terephthalate 
are desirable as the thermoplastic polyester (page 3, [0012]). 

Nakado discloses that the weight ratio of unit (a) and (b) in the viscosity modifier 
is within the claimed range (page 8, [0040]). 

Furthermore it is worth to mention that with respect to polymer (B-1), the skilled 
artisan would have recognized that the claimed weight ratio of unit (a) and (b) are result- 
effective variables for viscosity modifier. In light of this, it has been found that, "where 
the general conditions of a claim are disclosed in the prior art, it is not inventive to 
discover the optimum or workable ranges by routine experimentation," In re Aller , 220 
F.2d 454, 456, 105 USPQ 233,235 (CCPA 1955); and, "a particular parameter must first 
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be recognized as a result-effective variable, i.e., a variable which achieves a recognized 
result, before the determination of the optimum or workable ranges of said variable 
might be characterized as routine experimentation," In re Boesch , 617 F.2d 272, 205 
USPQ 215 (CCPA 1980). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to use the claimed weight ratio of units (a) and (b) in the teachings 
of Nakado because optimization of such result-effective variables ensures proper 
process-ability and properties of the viscosity modifier. 

Nakado does not disclose that the thermoplastic polyester resin composition 
comprises a core-shell graft polymer (C). 

With regard to the limitations of claims 1-3, 6 and 9, Meyer discloses a 
toughened blend of an aromatic polyester, preferably an alkylene terephthalate, and 
most preferably poly(butylene terephthalate), with from 5 to 20 parts (per 100 parts of 
polyester) of an impact modifier, which is a blend of (a) 80 to 85 weight percent of a 
core/shell impact modifier having (1 ) from 70 to 90 parts of a core of a rubber which is 
a homopolymer of butadiene or a copolymer of butadiene with up to about 30% of at 
least one copolymerized vinyl monomer; (2) at least one shell, which shell is a 
homopolymer of methyl methacrylate or a copolymer which contains a majority of units 
derived from either methyl methacrylate or styrene; and b) 15 to 20 weight percent of a 
linear copolymer which contains from 50 to 85 parts of units derived from ethylene, from 
5 to 40 parts of units derived from a C1 -C8 ester of (meth)acrylic acid, and from 2 to 10 
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parts of a copolymerizable monomer containing an epoxy group (col. 1 , line 61 through 
col. 2, line 14). 

Both references are analogous art because they are from the same field of 
endeavor concerning new impact modifiers for the thermoplastic polyester resin 
compositions. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to incorporate the core/shell graft polymer having the 
claimed amounts of units as taught by Meyer in Nakado's thermoplastic polyester resin 
composition because it was found that blends of two types of impact modifiers within a 
certain compositional range offer several unexpected advantages. First, the impact 
strength imparted by the blend of impact modifiers is unexpectedly higher than would be 
predicted by averaging values from blends where only one impact modifier is present. 
Secondly, the blend imparts acceptable impact strength values while producing a blend 
of acceptable melt viscosity for injection molding purposes. Third, the blend does not 
require the addition of expensive polycarbonate resin (US'346, col. 51-60), and thus to 
arrive at the subject matter of instant claims 1-3, 6 and 9. 

With regard to the limitations of claims 4 and 5, Nakado discloses a molded 
article obtained by extrusion molding the thermoplastic polyester resin composition 
having not only mechanical characteristics and durability but also sufficiently excellent 
moldability (abstract, pages 6-7, [0029]-[0037]). 
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7. Claim 8 is rejected under 35 U.S.C. §1 03(a) as being unpatentable as obvious 
over Nakado (JP 2001-098145) in view Meyer (U. S. Patent 5,854,346)as applied to 
claims 1-6 and 9 above and further in view of Carson et al. (U. S. Patent 5,321 ,056). 

The disclosure of Nakado and Meyer's references resided in § 6 is incorporated 
herein by reference. 

With regard to the limitations of claim 8, the combined teaching of Nakado and 
Meyer does not disclose that the thermoplastic polyester resin (A) has a crystallinity at 
most 20%. 

Carson discloses that when the core-shell modifiers are added to amorphous 
polyesters and found to produce ductile, notched breaks, the clarity of amorphous 
polyester resins is destroyed. Amorphous polyester may contain a small amount of 
crystallinity, but the level must be low enough so that clarity is not adversely affected 
(col. 1, lines 43-49). 

All these references are analogous art because they are from the same field of 
endeavor concerning new impact modifiers for the thermoplastic polyester resin 
compositions. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to adjust the crystallinity of the thermoplastic polyester 
resin (A) in the small amount as taught by Carson in Nakado and Meyer's thermoplastic 
polyester resin composition because the level of crystallinity must be low enough so that 
clarity of amorphous polyester resins is not adversely affected (US'056, col. 1 , lines 43- 
49). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL M. BERNSHTEYN whose telephone number 
is (571 )272-241 1 . The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael M. Bernshteyn/ 
Examiner, Art Unit 1796 

/M. M. B./ 

Examiner, Art Unit 1796 
/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 
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